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DETAILED ACTION 

Status of Application 

Claims 1-7 are pending and presented for examination on the merits, as claims 8- 
23 have been withdrawn as per applicant's election in response to the Requirement for 
Restriction of February 2 nd , 2010. 

Election/Restrictions 

1 . Claims 8-26 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected Group II invention, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on February 26 th , 2010. 

2. Applicant's election with traverse of the Group I invention in the reply filed on 
February 26th, 2010 is acknowledged. The traversal is on the ground(s) that the groups, 
or inventions, can be examined together. This is not found persuasive because, as the 
examiner has shown, the claimed product can be made by materially different processes, 
and thus, a search for the product would not encompass the claimed process, and hence, a 
search burden has been established. 

The requirement is still deemed proper and is therefore made FINAL. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 4-5, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent No. 6,528,167 by O'Gara. 

With respect to claim 1, O'Gara is drawn to porous hybrid particles with organic 
groups removed from the surface (title). Specifically, O'Gara discloses mesoscopic 
particles (< 1 micron) comprised of silica (column 3, lines 35-55), wherein the surface 
may be divided into different zones containing different, exclusive functionalized groups 
(column 3, line 63, and column 4, line 60 - column 5, line 50). For example, in the cited 
sections, O'Gara discloses a maximum of 50% of the silica surface being able to react 
with the trimethylsilyl compound for further surface modification (no longer any OH 
groups in this section due to chemical conversion), thus leaving the rest of the silica (i.e., 
unmodified section) with a surface group of OH. Furthermore, with respect to the zone 
limitations, the instant claim language does not recite continuous zones, only that the 
surface is divided up into two zones, i.e., a zone with group Fl only and a zone with 
group F2 only. The disclosure of O'Gara reads on such claim language. 

With respect to claims 4-5 and 7, O'Gara discloses the inorganic material being 
the mineral oxide of silica, in addition to alumina and titanium oxides (column 3, lines 
35-55). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent No. 6,528,167 by O'Gara. 

With respect to claims 2-3, O'Gara is drawn to porous hybrid particles with 
organic groups removed from the surface (title). Specifically, O'Gara discloses 
mesoscopic particles comprised of silica (column 3, lines 35-55), wherein the surface 
may be divided into different zones containing different, exclusive functionalized groups 
(column 3, line 63, and column 4, line 60 - column 5, line 50). For example, in the cited 
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sections, O'Gara discloses a maximum of 50% of the silica surface being able to react 
with the trimethylsilyl compound for further surface modification (no longer any OH 
groups in this section due to chemical conversion), thus leaving the rest of the silica (i.e., 
unmodified section) with a surface group of OH. 

Thus, the disclosure of O'Gara overlaps the claimed range of at least 5% in claim 
2 and at least 10% in claim 3, as O'Gara discloses a range essentially of 0-50% (column 
3, line 60). MPEP 2144.05 [R-5] states, "In the case where the claimed ranges 'overlap or 
lie inside ranges disclosed by the prior art' a prima facie case of obviousness exists." 
10. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent Pub. No. 2003/0031438 by Kambe et al. 

With respect to claims 1 and 6, Kambe discloses several types of nanoscale 
particles of inorganic material, including a metal stable in aqueous medium, such as 
silver (paragraphs 0113 and 0115). Furthermore, Kambe discloses that such particles 
can be surface-modified/functionalized (paragraphs 0079 and 0092) and suggests the 
possibility of multiple, different linker molecules on the particles for the situation of a 
plurality of different polymers used (paragraph 0078). Kambe also discloses selecting a 
specific portion of the inorganic particle surface for such linker molecules, i.e. a zone 
(paragraph 0078). 

As such, the instant application recites two different groups on the surface of the 
nanoscale particle, while Kambe discloses one or more groups on the surface of the 
nanoscale particle. If suggestion or motivation for such an instance of obviousness is 
required, one having ordinary skill in the art at the time the invention was made would 
have selected modifying the particle surface of Kambe with two different groups for the 
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purpose of producing a particle that can react with multiple sources (Kambe, paragraph 
0078). 

Conclusion 

1 1 . Claims 1-7 are rejected. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph V. Micali whose telephone number is (571) 270- 
5906. The examiner can normally be reached on Monday through Friday, 7:30am to 5pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry A. Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph V Micali/ /J A. LORENGO/ 

Examiner, Art Unit 1793 Supervisory Patent Examiner, Art Unit 

1793 



